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DETAILED ACTION 



Introduction 

1. The Examiner has carefully considered Applicants' amendments and remarks 
filed on 12/27/2004. Applicants' amendments to claims 2-4, 7 and 18, cancellation of 
claims 10-17, and new claims 19 and 20 have been entered. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. Rejections not maintained are withdrawn. In particular, Applicant's amendments 
to claims 2-4, 7 and 18 overcome the rejections under 35 USC 1 12 of prior Office action 
dated 9/23/2004. However, upon reconsideration, it is noted that the prior art 
references by Dontula also qualifies as prior art under 35 USC 102(e), as such new 

on 

grounds of rejections must be made^the Dontula references. Additionally, a new search 
yielded a new reference. The new reference is found to anticipate and/or render 
obvious the instant claimed invention. 

Terminal Disclaimer 

4. The terminal disclaimers filed on 2/9/2004 and 7/22/2004 disclaiming the terminal 
portion of any patent granted on this application which would extend beyond the 
expiration date of U.S. Patent Nos. 6447976 and 6537656, respectively, have been 
reviewed and are accepted. The terminal disclaimers have been recorded. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 2-9 and 18-20 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Dontula et al. (US 644976). 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

While Applicant's amendments and terminal disclaimer have overcome the prior 
rejections, upon reconsideration, it is noted that Dontula '976 also qualifies as prior art 
under 35 U.S.C. 102(e). because it has an effective filing date of 1 1/28/2000, which is 
earlier than the instant application (12/28/2001), and different inventive entity. 

For claims 2-9 and new claims 18-20, it is noted that claims 1 , 3, 5, 6, 8, 9, 10-12 
and 24 of Dontula '976 disclose all the features of instantly claimed invention (an 
imaging member having a base formed of thermoplastic closed cell foam core sheet, 
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and adhered thereto an upper and lower polymer sheets, etc.), except the modulus and 
toughness properties of each layer. However, Dontula '976 does teach that the upper 
and lower sheets are chosen to satisfy specific reouirements of flexural modulus, etc.. to 
alleviate the cutting problems (column 5, line 45 to column 6, line 2), and a typical 
example include a polyolefin foam core layer of 300 |xm thick and modulus 137.9 MPa . 
and the upper and lower polyolefin sheets of 50 )im thick and modulus 1034 MPa 
(column 6, lines 49-54). As such, in the absence of evidence to the contrary, since 
Dontula *976 teaches the same subject matter as the instant invention by using the 
same polymers (see claims 6 and 24), and the modulus of each layer reads on the 
instantly claimed invention, it is the Examiner's position that a suitable toughness of 
each layer is also clearly anticipated by Dontula '976. 

7. Claims 2-9 and 18-20 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Dontula et al. (US 6537656). 

Similarly, for claims 2-9 and new claims 18-20, it is noted that claims 1 . 3, 5, 10, 
12, 13, 14, 18, 19 and 21-23 of Dontula '656 disclose all the features of instantly 
claimed invention, except the modulus and toughness of each layer. However, Dontula 
'656 does teach that the upper and lower sheets are chosen to satisfv specific 
requirements of flexural modulus, etc., to alleviate the cutting problems (column 4, line 
63 to column 5, line 19), and a typical example include a polyolefin foam core layer of 
300 Jim thick and modulus 137.9 MPa . and the upper and lower polyolefin sheets of 50 
|im thick and modulus 1034 MPa (column 5, line 65 to column 6, line 4). As such, in the 
absence of evidence to the contrary, since Dontula '656 teaches the same subject 
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matter as the instant invention by using the same polymers (see claims 10 and 14), and 
the modulus of each layer reads on the instantly claimed Invention, it is the Examiner's 
position that a suitable toughness of each layer is also clearly anticipated by Dontula 
'656. 

Claim Rejections - 35 USC § 103 
8- The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 2-9 and 18-20 are rejected under 35 U.S.C. 102(b) as anticipated by or. 
in the alternative, under 35 U.S.C. 103(a) as obvious over Bourdelais (US 6030742). 

Bourdelais' invention is directed to a photographic paper comprising at least one 
photosensitive silver halide laver comprising at least one dye forming coupler, a support 
(base) comprising paper having laminated thereto a top and bottom sheet comprising 
biaxial I V oriented polvolefin sheets (Abstract). Suitable polyolefins include 
polypropylene, polyethylene, etc. (column 9, lines 40-45). The nonvoided skin lavers of 
the composite sheet can be made of the same polymeric materials as the microvoided 
core matrix (column 9, lines 46-50; column 8, lines 1-16). 

For claims 5, 7-9 and 18-20, Bourdelais lacks express teachings of the tensile 

toughness and modulus of each layers. However, since Bourdelais does teach the 

same subject matter, i.e., a photographic paper (an imaging member) which comprises 

i 

ii 



Application/Control Number: 10/033,496 j Page 6 

Art Unit: 1771 | 

a photosensitive silver halide layer (an imaging layer); a three-layer support (base) of a 
microvoided (foamed) core layer and skin layers; and also formed of the same materials 

•I 

(e.g., polypropylene), in the absence of evidence to the contrary, it is the Examiner's 
position that suitable tensile toughness and modulus are either anticipated by 
Bourdelais, or obvious optimizations to one of ordinary skill in the art of photographic 
paper. It should be noted that where the claimed and prior art products are shown to be 
identical or substantially identical in structure or composition , or are produced by 
identical or substantially identical processes, a prima facie case of either anticipation or 
obviousness has been established. See MPEP § 21 12.01 . 

For claims 2-4 and 6, Bourdelais expressly teaches that the total thickness of the 
composite sheet can range from 12 to 100 |im, and the core layer is 15 to 95% of the 
total thickness of he sheet (column 5, line 66 to column 6, line 18), which reads on 
instant invention as claimed. 

10- Claims 2-7. 9 and 18-20 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Shirai et al. (US 
5665514). 

Shirai's invention is directed to a thermal transfer image-receiving sheet for 
printing which has high glossiness, smoothness, cushioning property, and an excellent 
appearance. The thermal transfer image-receiving sheet comprises a substrate and a 
colorant-receptive layer (imaging laver) laminated on at least one surface of the 
substrate (base), the substrate comprising a laminate of a plurality of plastic films, the 
laminate comprising at least a microvoided (foamed) core laver . and skin laver 
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laminated on either one surface of tlie core layer on the colorant-receptive layer side or 
both surfaces of the core layer , the volume fraction of the total volume of the microvoids 
contained in the skin layer based on the volume of the whole skin layer being smaller 
than the volume fraction of the total volume of the microvoids contained in the core layer 
based on the volume of the whole core layer, the volume fraction of the skin layer being 
in the range of from 1.0 to 15.0% (Abstract). In Example 1, Shirai shows a three-laver 
co-extrusion of a stretched polvpropvlene (polvolefin) film , in which the outer la vers are 
formed inherently inteqrallv with the core laver by the co-extrusion process. 

For claims 5, 7, 9 and 18-20, Shirai lacks express teachings of the tensile 
toughness and modulus of each layers. However, since Shirai does teach the same 
subject matter (an imaging member of an imaging layer and a three-layer base, which 
has a microvoided (foamed) core layer and dense skin layers), as set forth above, and 
formed of the same material (e.g., polypropylene), it is the Examiner's position that 

« 

suitable tensile toughness and modulus are wither anticipated by Shirai, or obvious 
optimizations to one of ordinary skill in the art of imaging receiving sheet. See MPEP § 
2112.01. 

For claims 2A and 6, Shirai expressly teaches in Example 1 that the thickness of 
the core layer was 50.0 (xm with the thickness of each of the skin layers on respective 
surfaces of the core layer being 5.0 |am, which reads on instant invention as claimed. 
1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. In addition, the following references are cited of interest for 
making imaging sheets: 
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JP 10-052978 is directed a coloring matter receptive element which has a 
blaxially oriented composite film and a coloring matter image receptive layer laminated 
in that order on the front side of a support. This composite film contains a thermoplastic 
core layer with a microvoid and at least, one thermoplastic surface layer which has 
substantially no void (Abstract). 

Conclusion 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor S Chang whose telephone number is 571-272- 
1474. The examiner can normally be reached on 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel H Morris can be reached on 571-272-1478. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomiation for unpublished applications is available through Private PAIR only. 



I 
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For more information about the PAIR system, see http://pair-clirect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Victor S Chang 
Examiner 
Art Unit 1771 
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